UNIVERSITY OF ARIZONA 

RESEARCH AND OPTION AGREEMENT

This Agreement, is made as of this        day of , 2010 between the Arizona Board of Regents (ABOR) for The University of Arizona (UNIVERSITY) and                                 (COMPANY) a corporation having an address                                                                                    , and also known as the Party or Parties.


WHEREAS, COMPANY desires UNIVERSITY to perform certain research work, ______________________________________________(Research Project), as more specifically described in the Research Plan, attached as Exhibit A, and is willing to advance funds to sponsor such research; and


WHEREAS, COMPANY desires to obtain certain rights to intellectual property that may be developed during the course of the Research Project; and


WHEREAS, UNIVERSITY is willing to undertake such Research Project and to grant COMPANY an option to obtain rights to such intellectual property.


NOW THEREFORE, in consideration of the mutual covenants and promises contained herein, COMPANY and UNIVERSITY agree as follows: 

Article I. Definitions 
The following terms shall have the following meanings:

1.  Company Intellectual Property:  Intellectual Property independently conceived or reduced to practice or writing by COMPANY with no facilities, contribution, involvement or support by UNIVERSITY, as to its conception or reduction to practice.

2.  Field of Research:  The area of research related to the Research Plan, as set forth in Exhibit A.

3.  Intellectual Property:  Any and all inventions, devices, processes (including without limitation processes of using devices or of manufacturing such devices), methods, compositions or products or software, whether patentable or unpatentable, and works of authorship, which are conceived or reduced to practice or writing during the term of this Agreement and for 180 days after it expires, which are developed as a result of conducting the Research Project for COMPANY, and which are within the Field of Research.

4.  Joint Intellectual Property:  Intellectual Property resulting from a contribution by both Parties and conceived or reduced to practice or writing, with the resources or expertise of both UNIVERSITY and COMPANY.

5.  Net Sales Price:  The gross sales price, less quantity and cash discounts actually allowed, and less adjustments for sales, use and other similar taxes, and any transportation and delivery charges directly carried by COMPANY, and applied to all products or processes utilizing UNIVERSITY or Joint Intellectual Property, in whole or in part.

6.  Principal Investigator:  The individual listed on Exhibit A, employed by UNIVERSITY, with primary responsibility for conducting and supervising the Research Plan.

7.  Research Plan:  The research and work to be performed at UNIVERSITY, as set forth in Exhibit A.

8.  Research Project:  The project entitled: "                                                                                   " as described in Exhibit A. 

9.  UNIVERSITY:  UNIVERSITY, Principal Investigator and those participating in the Research Plan under the supervision of Principal Investigator, including, but not limited to, student employees, employees,  representatives, or agents. 

10.  University Intellectual Property:  Intellectual Property conceived or reduced to practice or writing by Principal Investigator and those under the supervision of Principal Investigator in performance of the Research Plan.

11.  Background Intellectual Property Rights:  Means statutory intellectual property rights that:

11.1   are owned or controlled by the UNIVERSITY; and
11.2 are not subject to an exclusive license in favor of any entity other than COMPANY or any of its direct or indirect Affiliates; and
11.3   are not subject to an option in favor of any entity other than COMPANY or any of its Affiliates; and
11.4   are not, under this Agreement or under any other agreement with COMPANY, subject to a license in favor of COMPANY or any of its Affiliates; and
11.5   names as inventors or authors only UNIVERSITY Principal Investigator and those UNIVERSITY personnel under his/her supervision who are participating in the relevant Research Plan; and
11.6   would, if not licensed to COMPANY, prevent COMPANY from commercializing Intellectual Property to the fullest possible extent.
Article II. Scope of Work
1.  Research Project.  The Research Project which is contemplated by this Agreement is set forth in the Research Plan, attached as Exhibit A.  This Research Plan sets forth the research tasks and objectives to be performed by UNIVERSITY.  UNIVERSITY agrees to conduct the Research Project in accordance with the Research Plan, and under the supervision and direction of Principal Investigator. Principal Investigator may select other UNIVERSITY employees to participate in the research (including, but not limited to UNIVERSITY technicians, undergraduate and graduate students, post-doctoral fellows, or faculty members), provided that such individuals are made aware of and have agreed to abide by the terms of this Agreement.  Notwithstanding anything in this Agreement to the contrary, UNIVERSITY and COMPANY may amend the Research Plan at any time by mutual written agreement.

2.  Funding and Schedule of Payments.  Funding for the Research Plan shall be provided by the COMPANY pursuant to the Budget and Schedule of Payments, attached as Exhibit B, which may not be modified, unless in writing and executed by the Parties.  The Parties agree that Exhibit B represents the anticipated costs and funding amounts for the Research Plan.  

3.  Exclusivity of Research.  COMPANY acknowledges that UNIVERSITY may engage in other research within the Field of Research but outside the Research Plan of this Agreement, funded by public or private sources and conducted separately, and COMPANY shall have no rights hereunder to such other research or resulting Intellectual Property.

4.  Equipment and Supplies.  Equipment and supplies purchased specifically to conduct the Research Plan shall belong to UNIVERSITY at the termination of this Agreement.

Article III.  Term and Termination
1.  Effectivity.  This Agreement shall become effective upon the date first written above, and shall continue in effect until                     , unless sooner terminated in accordance with the provisions of this Article.  The Parties may, however, extend the term of this Agreement for additional periods as desired under mutually agreeable terms and conditions which shall be reduced to writing and signed by the Parties.

2.  Termination by UNIVERSITY.  UNIVERSITY may terminate this Agreement at any time upon thirty (30) days written notice to COMPANY, if circumstances beyond its control preclude continuation of the Research Plan.  COMPANY shall not be responsible to reimburse UNIVERSITY for additional costs associated with termination of this Agreement by UNIVERSITY, unless termination is for default or breach of this Agreement by COMPANY.

3.  Termination by COMPANY.  COMPANY may terminate this Agreement at any time upon ninety (90) days written notice to UNIVERSITY, if circumstances beyond its control preclude continuation of the Research Project.  In this event, UNIVERSITY will proceed in an orderly and timely fashion to close down the Research Project, including termination of any obligations in force (except those that are non-cancelable), and shall notify COMPANY of those obligations remaining as of the date of termination.  COMPANY shall reimburse UNIVERSITY for all costs associated with termination, including those which have been incurred prior to the receipt of notice of termination but which have not yet been reimbursed, as well as commitments existing at the time the notice of termination is received which cannot be canceled.

4.  Default.  In the event that either Party shall commit any breach of or default in any of the terms or conditions of this Agreement, and also shall fail to remedy such default or breach within forty-five (45) days after receipt of written notice of such breach or default from the other Party hereto, the Party giving notice may, at its option and in addition to any other remedies which it may have at law or in equity, terminate this Agreement by sending notice of termination in writing to the other Party to such effect, and such termination shall be effective as of the date of the receipt of such notice.  The defaulting Party shall be responsible for all costs and expenses associated with the termination, and shall reimburse the non-defaulting Party for such.

5.  Survival.  Termination of this Agreement by either Party for any reason shall not affect the rights and obligations of the parties accrued prior to the effective date of termination of this Agreement.  No termination of this Agreement, however effectuated, shall affect the Parties' rights and obligations under Articles IV, V, VI, VII and X of this Agreement.

Article IV. Intellectual Property Rights 
1.  Disclosure of Intellectual Property.   UNIVERSITY agrees to disclose through its Office of Technology Transfer (OTT) to COMPANY all University Intellectual Property and Joint Intellectual Property (as defined above) within thirty (30) days of determining the existence of such Intellectual Property (“Disclosure”).

2. Ownership of Copyrights.  Unless subject to a different agreement in Exhibit A for proprietary information of COMPANY, UNIVERSITY shall own all copyrightable materials used in, developed for, resulting from, or in support of the Research Plan.

3. Company Intellectual Property.   Company Intellectual Property shall remain the sole and exclusive property of COMPANY, and the UNIVERSITY shall have no title or claim to such Company Intellectual Property.

4.   University Intellectual Property.

A.  University Intellectual Property shall remain the sole and exclusive property of UNIVERSITY.


b.  UNIVERSITY shall initiate and control the filing and prosecution of patent applications or other protective measures concerning University Intellectual Property in any country at the request of and full reimbursement by COMPANY.


c. UNIVERSITY grants COMPANY an exclusive first option to negotiate in good faith a royalty-bearing license in University Intellectual Property, whether patentable, copyrightable or not.  The option shall be exercised in writing within three (3) months after COMPANY receives the Disclosure from OTT.  Royalty rates shall be based on the Net Sales Price of all products or processes utilizing University Intellectual Property, in whole or in part, and shall be negotiated at the time of the option exercise.


d. If the Parties do not reasonably agree on terms for a license within three (3) months after COMPANY exercises the option, or if COMPANY fails to exercise the option within the three (3) months of Disclosure by UNIVERSITY, then the University Intellectual Property shall become the exclusive property of UNIVERSITY, and UNIVERSITY shall be free to license the University Intellectual Property to third parties.  UNIVERSITY shall give COMPANY written notice prior to beginning negotiations with a third party for a license. 


e.  If UNIVERSITY declines to file a patent application or other protective measure on University Intellectual Property, including filing applications or registrations in a particular country, then COMPANY may elect, at its own discretion and expense, to file and prosecute such application or registration, provided that such application or registration, and any resulting patent, copyright, or trademark, shall remain the sole and exclusive property of UNIVERSITY subject to the provisions of Paragraph IV.4.c. above.  In the event that COMPANY prepares and files such an application or registration, UNIVERSITY hereby agrees to execute any necessary papers to accomplish the preparation, filing and prosecution of such applications or registrations.


f. If COMPANY chooses not to support the filing of a patent application or other protective measures, or fails to notify UNIVERSITY of its decision as to said application or registration in the time period specified, UNIVERSITY may then file such application or registration at its own expense, and COMPANY shall have no further rights to such University Intellectual Property.  

5.   Joint Intellectual Property 


a. Joint Intellectual Property shall be owned equally by the Parties, unless a different percentage of ownership is agreed to, in writing, by the Parties.  Each Party shall have the full right to practice the Joint Intellectual Property, subject to the following limitations:


b. The Parties shall have thirty (30) days after COMPANY is sent a Disclosure to mutually decide upon filing of patent applications or other protective measures, including the selection of the countries in which to file.  UNIVERSITY shall initiate and control the filing and prosecution of patent applications or other protective measures concerning Joint Intellectual Property in any country.  The expenses for filing and prosecuting such applications or registrations and maintenance of issued patents, copyrights, or trademarks, shall be borne by COMPANY, provided UNIVERSITY hereby retains the right to review and approve any such applications or registrations prior to filing.


If COMPANY elects not to pay registration, filing, prosecution or maintenance costs on Joint Intellectual Property, UNIVERSITY may assume the costs and any resulting patent, copyright, or trademark will become the exclusive property of UNIVERSITY, free of any royalty or other payment claims by COMPANY.


c.   In the event that COMPANY registers, files, prosecutes or maintains a copyright, trademark, or patent concerning Joint Intellectual Property, UNIVERSITY agrees to execute any documentation necessary for such registration, filing, prosecution, or maintenance. 


d. If COMPANY bears the costs for filing applications or registrations on Joint Intellectual Property, it shall have an exclusive first option to negotiate a royalty-bearing license in UNIVERSITY's interest in Joint Intellectual Property.  The option shall be exercised in writing within three (3) months after COMPANY is sent the Disclosure by OTT.  Royalty rates shall be based on the Net Sales Price of products or processes utilizing Joint Intellectual Property, in whole or in part, and shall be negotiated at the time of option exercise.


e. If the Parties do not reasonably agree on terms for a license within three (3) months after COMPANY exercises the option, or if the COMPANY fails to exercise the option within the three (3) months of Disclosure by the UNIVERSITY, then the Joint Intellectual Property shall become the exclusive property of UNIVERSITY, and UNIVERSITY shall be free to license the Joint Intellectual Property to third parties.  UNIVERSITY shall give COMPANY written notice prior to beginning negotiations with a third party for a license. 

6. UNIVERSITY's Right to Use Intellectual Property.  UNIVERSITY reserves a royalty-free, nonexclusive license to use UNIVERSITY and Joint Intellectual Property internally, whether patented or registered by or licensed to COMPANY, in connection with UNIVERSITY's teaching, research and public service mission.

7. Rights of Federal or State Government in UNIVERSITY and Joint Intellectual Property.   Certain Intellectual Property may be subject to the rights of federal or state agencies which supported the Principal Investigator's laboratory and work in the Field of Research.  UNIVERSITY shall inform COMPANY of the rights of any government agency when it provides COMPANY with a Disclosure.

Article  V. Publication
1.  COMPANY recognizes that the results of UNIVERSITY's involvement in the Research Project must be publishable or otherwise available for public dissemination, and agrees that UNIVERSITY has the right to present at international, national or regional professional meetings or symposia, and to publish in journals, theses, or dissertations, or otherwise of their own choosing, methods, information and data resulting from or gained in pursuing the Research Plan.  

2.  In order to avoid improper disclosure of COMPANY's proprietary information or loss of patent protection through public disclosure of said information, UNIVERSITY will furnish COMPANY with copies of any proposed publication or presentation at least thirty (30) days in advance of such proposed publication or public presentation. 

3.   COMPANY shall have thirty (30) days after receipt of said copies to object to such proposed public dissemination; in which event UNIVERSITY shall refrain from making such publication or presentation for a maximum of ninety (90) days from the date of receipt of such objection in order for COMPANY to file the appropriate patent applications or to take appropriate measures to protect Company's Intellectual Property. 

4. COMPANY shall have the right to request that any information it can substantiate as being proprietary to COMPANY be deleted from the materials submitted, or that portions thereof be rewritten so as to protect the proprietary rights of COMPANY; provided that Principal Investigator shall have final authority to determine the scope and content of any publication. 

Article  VI. Confidential Information
COMPANY and UNIVERSITY may choose, from time to time, in connection with work contemplated under this Agreement, to disclose confidential information to each other (Confidential Information).  All such disclosures must be in writing and marked as Confidential Information.  The Parties will use reasonable efforts to prevent the disclosure to unauthorized third parties of any Confidential Information of the other Party and will use such information only for the purposes of this Agreement, and for three (3) years after the termination of this Agreement; provided that the receiving Party's obligations hereunder shall not apply to information that: 


a. is already in the receiving Party's possession at the time of disclosure; or,


b. is or later becomes part of the public domain through no fault of the receiving Party; or,


c. is received from a third party with no duty of confidentiality to the disclosing party; or,


d. was developed independently by the receiving party prior to disclosure; or,


e. is required to be disclosed by law or regulation. 

Any information that is transmitted orally or visually, in order to be protected hereunder, shall be identified as such by the disclosing party at the time of disclosure, and identified in writing to the receiving party, as Confidential Information, within thirty (30) days after such oral or visual disclosure.

Article  VII. Publicity 
Except as required by law, no press release or other statements in connection with work performed under this Agreement intended for use in the public media, having or containing any reference to COMPANY or UNIVERSITY shall be made by either Party without approval of the other Party, which shall not be unreasonably withheld.  UNIVERSITY shall acknowledge COMPANY's support of the Research Plan in scientific publications and communications.  All statements by the Parties shall describe the scope and nature of their participation accurately and appropriately.   UNIVERSITY may without prior consent from COMPANY list Research Plan title, amount awarded, COMPANY name, and Principal Investigator(s) names and department(s) affiliation(s) in its annual reports, which while not disseminated, are available to the public.

Article  VIII. Arbitration 
The parties agree that should a dispute arise between them concerning this Agreement and no party seeks affirmative relief other than money damages in the amount of Fifty Thousand Dollars ($50,000) or less, exclusive of interest, costs and attorneys' fees, the parties shall submit the matter to arbitration pursuant to the Revised Uniform Arbitration Act, A.R.S §12-3001 et seq. (the “Act”), whose rules shall govern the interpretation, enforcement, and proceedings pursuant to this section.  Except as otherwise provided in the Act, the decision of the arbitrator(s) shall be final and binding upon the parties.

Article IX. Notices
Notices shall be in writing and deemed effective when sent, postage prepaid to: 


COMPANY: 

UNIVERSITY (Notices and Correspondence):


Sherry L. Esham, Director







Sponsored Projects Services
P.O

The University of Arizona






P.O. Box 3308


Tucson, Arizona 85722-3308



Article X. Indemnification
1.  COMPANY shall indemnify and hold harmless Principal Investigator and UNIVERSITY, its governing board, officers, agents, and employees, from any liability, loss or damage they may suffer as the result of claims, demands, costs or judgments against them arising out of UNIVERSITY’s performance of the Research Plan pursuant to this Agreement, and/or COMPANY’s use of deliverables provided under this Agreement; provided, however, that any such liability, loss, or damage resulting from the following are excluded from this agreement to indemnify and hold harmless:


a. UNIVERSITY’s failure to adhere to the terms of the Project protocol;


b. UNIVERSITY’s failure to comply with any applicable government requirements;


c. Negligence or willful misconduct by the Principal Investigator, UNIVERSITY, or its board, officers, agents, or employees as determined by a court of law.

2.  Principal Investigator and UNIVERSITY agree to notify COMPANY as soon as they become aware of any such claim or action, and to cooperate with and to authorize COMPANY to carry out the sole management and defense of such claim or action.  COMPANY agrees, at its own expense, to provide attorneys to defend against any actions brought or filed against Principal Investigator, UNIVERSITY, its government board, officers, agents, and employees, with respect to the subject of indemnity contained in this Agreement, whether such claims or actions are rightfully brought or filed.  Neither Principal Investigator, UNIVERSITY, nor its governing board, officers, agents or employees shall compromise or settle any claim or action without the prior written approval of COMPANY.  COMPANY shall not compromise or settle any claim or action without the prior written approval of each of the following if they are a named party:  Principal Investigator, UNIVERSITY, its governing board, officers, agents, or employees.

Article  XI. General Provisions
1. This Agreement embodies the entire understanding of the Parties and supersedes any other agreement or understanding between the Parties relating to the subject matter hereof.  

2.  No waiver, amendment or modification of this Agreement shall be valid or binding unless written and signed by the Parties.  Waiver by either Party of any breach or default of any clause of this Agreement by the other Party shall not operate as a waiver of any previous or future default or breach of the same or different clause of this Agreement.

3.  This Agreement may not be assigned by either Party without the prior written consent of the other Party, which consent will not be unreasonably withheld; provided that this Agreement shall be binding upon and inure to each Party's respective successors in interest. 

4.  This Agreement shall be interpreted pursuant to the laws of the State of Arizona.  Any arbitration or litigation between the Parties shall be conducted in Pima County, Arizona, and COMPANY hereby submits to venue and jurisdiction in Pima County, Arizona.

5.  If any provision of this Agreement is held void or unenforceable, the remaining provisions shall nevertheless be effective, the intent being to effectuate this Agreement to the fullest extent possible.

6.  The Parties agree to be bound by applicable state and federal laws and regulations governing equal opportunity, non-discrimination and immigration. 

7.  The Parties recognize that performance by UNIVERSITY depends upon appropriation of funds by the State Legislature of Arizona.  If the Legislature fails to appropriate the necessary funds, or if UNIVERSITY's appropriation is reduced during the fiscal year, ABOR may reduce the scope of this Agreement if appropriate or cancel this Agreement without further duty or obligation.  UNIVERSITY agrees to notify COMPANY as soon as reasonably possible after ABOR knows of the loss of funds.

8.    This Agreement is subject to the provisions of A.R.S. 38-511.  The State of Arizona may cancel this Agreement if any person significantly involved in negotiating, drafting, securing or obtaining this Agreement for or on behalf of the Arizona Board of Regents becomes an employee in any capacity of any other party or a consultant to any other party with reference to the subject matter of this Agreement while the Agreement or any extension thereof is in effect.

9.  Exhibits A and B are made part of this Agreement for all purposes.  The term "days" as used herein shall refer to calendar days.

10.  The Parties are deemed independent contractors and may not bind the other, except as provided for herein or authorized in writing by the other Party.

11.  COMPANY ACKNOWLEDGES THAT THE WORK SET FORTH IN THE RESEARCH PLAN IS EXPERIMENTAL IN NATURE AND THAT UNIVERSITY MAKES NO WARRANTIES OF ANY KIND, EXPRESSED OR IMPLIED, INCLUDING WARRANTIES OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE, REGARDING THE RESULTS OF THE RESEARCH DESCRIBED IN THE RESEARCH PLAN.


IN WITNESS THEREOF, the Parties execute this Agreement as of the day and year written above.
COMPANY




The Arizona Board of Regents 







on behalf of The University of Arizona

By:
                                     


By:
                                       










Lewis Barbieri






Title:
Director







Contracting & Research Services
Date:
                                     


Date:
___________________                                       
I have read this Agreement, and understand the obligations placed on me and my laboratory and other UNIVERSITY employees under my supervision, and agree to be bound by it.




 __________________________                                             



PRINCIPAL INVESTIGATOR



Date:_______________________

Exhibit A:  RESEARCH PLAN

Exhibit B:  Budget and Schedule of Payments

EXHIBIT A

RESEARCH PLAN

(Statement of Work)

EXHIBIT B

BUDGET AND SCHEDULE OF PAYMENTS

□
Cost Reimbursement – Unexpended funds shall be returned to Sponsor
□
Fixed Price
The following budget represents the anticipated costs and funding for conducting the Research Project pursuant to this Agreement.  Payment by COMPANY shall be made within 30 days of receipt of invoices from UNIVERSITY.  Checks shall be made payable only to The University of Arizona (Federal Tax No. 74-2652689), and shall identify the UA account No. __________________.  Checks should NOT be made payable to or identify individuals.  Payment shall be sent to the following address:




The University of Arizona




Sponsored Projects Services




P.O. Box 3520




Tucson, Arizona 85722-3520

If sent by overnight delivery service:

University of Arizona, Bursar’s Office (FRS#                   )

888 N Euclid, Room 104

Tucson AZ, 85719

(520) 621-1998

The anticipated dates and amounts of payments is as follows:


     DATE     

    AMOUNT     


(date of contract)
$ 
                  

$              


                  

$              


                  

$              


                  

$              

    TOTAL

$              
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